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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Clalm(s) 1-46 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1-22.37 and 43-46 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 08 April 2004 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Claims 1-46 are pending in this application, which is a CIP of Serial Number 10/667266, 
now abandoned. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S. C. 121 : 

I. Claims 1-22, 37, 43-46, drawn to a method, classified in class 427, subclass 282. 

II. Claims 23-34, 38-40, drawn to a product (coated component), classified in class 

428, subclass 209. 

III. Claims 35-36,41-42, drawn to a product (powder), classified in class 501 , 
subclass 1+. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions II and III are directed to two significantly different and patentably distinct 
products. 

Inventions I and (II,III) are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make another and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case, the product as claimed can be made by another and materially different process such 
as sputtering. 

Restriction for examination purposes as indicated is proper because all these inventions 
listed in this action are independent or distinct for the reasons given above and there would be a 
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serious search and examination burden if restriction were not required because one or more of 
the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 

classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 1 12, first paragraph. 
Applicant is advised that the reply to this requirement to be complete must include 
(i) an election of a invention to be examined even though the requirement may be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the restriction requirement, the election shall be treated as an 
election without traverse. Traversal must be presented at the time of election in order to be 
considered timely. Failure to timely traverse the requirement will result in the loss of right to 
petition under 37 CFR 1.144. If claims are added after the election, applicant must indicate 
which of these claims are readable on the elected invention. 



Application/Control Number: 1 0/820,483 Page 4 

Art Unit: 1792 

If claims are added after the election, applicant must indicate which of these claims are 
readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the 
inventions to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art, the evidence 
or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

During a telephone conversation with John Musone on April 15, 2008 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-22, 37, 43- 
46). Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 23-24, 35-36, 38-42 are withdrawn from fiirther consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claims 23-36, 38-42 are withdrawn from consideration as being directed to a nonelected 
invention. 
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Specification 

Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on 
a separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the fiiU patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concems," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

It is noted that the abstract contains more than one paragraph. The examiner suggests 

amending the abstract to a single paragraph. 



Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent and 
should include that which is new in the art to which the invention pertains. If the patent is of a 
basic nature, the entire technical disclosure may be new in the art, and the abstract should be 
directed to the entire disclosure. If the patent is in the nature of an improvement in an old 
apparatus, process, product, or composition, the abstract should include the technical disclosure 
of the improvement. In certain patents, particularly those for compounds and compositions, 
wherein the process for making and/or the use thereof are not obvious, the abstract should set 
forth a process for making and/or use thereof If the new technical disclosure involves 
modifications or alternatives, the abstract should mention by way of example the preferred 
modification or alternative. 

The abstract should not refer to piirported merits or speculative applications of the 
invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 
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Extensive mechanical and design details of apparatus should not be given. 
It is noted that the claimed invention is directed to a method. The examiner suggests 
amending the abstract to reflect same. 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

It is noted that the claimed invention is directed solely to a method. The examiner 
suggests amending the title to reflect same. 

The disclosure is objected to because of the following informalities listed below. 
Appropriate correction is required. 

On p.l first line, the lineage should be updated to reflect that the parent application is 

abandoned. 

On p.l lines 23-26 and elsewhere, reference to claims should be deleted as the claims are 
constantly being amended. 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-22, 37, 43-46 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claim 1, the phrase "coating masked the component" is deemed vague and confusing. 
It is the examiner's position that the intending meaning is "coating the masked component and 
will be treated as such in this office action. Appropriate amendments are requested. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countiy or in public use or on 
sale m this country, more than one year prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Bozler et al. 
(5,273,616). Bozler discloses a method of producing sheets of crystalline material wherein a 
growth mask is formed upon a substrate and crystalline material is grown at areas of the substrate 

exposed through the mask and laterally over the surface of the mask to form a sheet of crystalline 
material (col.3 lines 3-17 and Figure 1). This sheet is optionally separated by a variety of 
techniques including mechanical shock (col.3 lines 17-20). The mask can be formed from silica 
powder without a binder or plasticizer (col.lO lines 29-41). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 2-22, 37, 43-46 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Bozler et al. (5,273,616) in view of Rigney (6,521,294) and further in view of Elam 
(4,128,522). Bozler discloses a method of producing sheets of crystalline material wherein a 
growth mask is formed upon a substrate and crystalline material is grown at areas of the substrate 
exposed through the mask as noted above. However, the reference fails to teach a suspension. 

Rigney discloses that a slurry of powder materials can be used to form the mask on a 
turbine blade (col.3 lines 25-35 and col.5 lines 21-22). It would have been obvious to modify 
Bozler to use a suspension to form the mask as suggested by Rigney with the expectation that the 
suspension would have been an operable and suitable form in which to apply the maskant to the 
surface, because Elam teaches the use of a ceramic powder mask to coat the surface and Rigney 
teaches that the powder for masks can be applied in the form of a suspension. 

The limitations of claims 3-6 have been addressed above 

In addition, the combination of Bozler and Rigney fail to specifically teach the use of a 
ceramic powder. Elam discloses a method for coating a surface of a component by applying a 
mask having a layer of ceramic powder comprising zirconium oxide to an uncoated area of the 
surface of the component (col.l lines 7-16, col.3 lines 15-37). The reference teaches that the 
maskant may included any amount of zirconium oxide (col.3 lines 38-45) and that the layer can 
be aluminum (co.3 lines 1-3) applied by CVD (col.l lines 41-42) or by spraying (col.4 lines 25- 
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48). The removal of the mask can occur by grit blasting (col.4 lines 62-68). In addition, the 
component can be a part of turbine including a blade (col.l lines 17-38). 

It is noted that the Bozler specifically teaches the use of a masking powder. One skilled 
in the art after reading Bozler would reasonably expect that the masking powder could be any 
material as long as it prevented deposition on the undesired portions as evidence by Elam. It 
would have been obvious to utilize a ceramic powder in process of Bozler and Rigney with the 
expectation of obtaining similar results because Elam teaches the use of a ceramic powder as the 
masking material. 

The limitations of claims 10-13, 16-17 have been addressed above. 

In claims 14 and 18, the applicant requires an impervious coating. No penetration is 
taught and thus the product above appears to contain this limitation. 

In claims 19-22, and 43-45, the applicant requires specific size and composition. These 
are well known parameters in the art and are commonly varied in routine experimentation. 
Hence, it would have been obvious to vary same in the absence of a showing of unexpected 
results. 

The limitations of claims 37, 46 have been addressed above. 



Applications 10/667266 and 1 1/274669 have been considered. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bret Chen whose telephone number is (571)272-1417. The 
examiner can normally be reached on 7:30am - 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessfril, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Bret Chen/ 

Primary Examiner, Art Unit 1792 
4/21/08 



